THL'S OPI NI ON WAS NOT__WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 13

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte JAVES V. CARTMELL, WAYNE R STURTEVANT
and M CHAEL L. WOLF

Appeal No. 96-0928
Appl i cation 08/ 310, 971!

ON BRI EF

Bef ore McCANDLI SH, Seni or Adninistrative Patent Judge, and STAAB
and McQUADE, Administrative Patent Judges.

McCANDLI SH, Seni or Adm ni strative Patent Judge.

1 Application for patent filed Septenber 23, 1994. According to

appel l ants, this application is a continuation-in-part of Application
07/ 862,456, filed April 2, 1992, now U.S. Patent No. 5,429,589, issued
July 4, 1995.
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DECI SI ON ON APPEAL

This is a decision on an appeal fromthe exam ner’s
rejection of clains 1 through 19.2 daim 20, the only other
claimpending in the application, has been w thdrawn from
consideration as being directed to a non-el ected invention.

The subject matter here clained relates to a wound dressing
having a fl exi bl e absorbent |ayer 12. According to appellants’
invention as defined in the presently appealed clains, a
partially dehydrated hydrogel in which a portion of the water has
been renoved is inpregnated into the absorbent |ayer such that
t he hydrogel can absorb wound exudate upon contact with the
wound.

Claiml is representative of the clainmed subject matter
presently on appeal. A copy of this claim as it appears in the

appendi x to appellants’ brief, is appended to this decision.

2 An appeal in appellants’ parent application Serial No. 862,456 (see

appeal No. 94-1384) resulted in a reversal of the examiner’s rejection under
35 U.S.C. 8 103 and the introduction of a new ground of rejection pursuant to
37 CFR & 1.196(b). Al of the appealed clains in this parent application
recited that the dehydrated hydrogel in the absorbent |ayer of the wound
dressi ng was substantially void of water. This linitation, which no | onger
appears in the clainms now on appeal in the present continuation-in-part
application, was the subject of our new ground of rejection under 35 U S.C. §
112, second paragraph, in the parent application
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The follow ng references are relied upon by the examner in

support of his rejections under 35 U . S.C. 8 102(b) and 35 U. S. C

§ 103:

Robi ns 2, 858, 830 Nov. 4, 1958
Perrault et al. (Perrault) 4,717,378 Jan. 5, 1988
Wkal ek 5,076, 265 Dec. 31, 1991
Cartnell et al. (Cartnell) 5,115, 801 May 26, 1992

(filed May 2, 1990)

The grounds of rejection are as foll ows:

1. dainms 1 through 5, 7 through 14, 16, 17 and 19 stand
rejected under 35 U.S.C. § 102(b) as being anticipated by
Cartnel | .

2. Cains 1 through 5, 7 through 14, 16, 17 and 19
additionally stand rejected under 35 U . S.C. 8§ 103 as being
unpat ent abl e over Cartnell in view of Perrault.

3. Caim18 stands rejected under 35 U.S.C. 8 103 as being
unpat ent abl e over Cartnell in view of Perrault and Robi ns.

4. Cains 1 through 6 and 10 through 15 stand rejected
under 35 U.S.C. 8§ 102(b) as being anticipated by Wkal ek.

5. Cains 1 through 6 and 10 through 15 additionally stand
rejected under 35 U.S.C. § 103 as bei ng unpatentabl e over Wkal ek

6. Finally, clains 5, 14 and 19 stand rejected under
35 U.S.C. 8§ 112, second paragraph, as being indefinite.

We have carefully considered the issues raised in this

appeal together with the exam ner’s remarks and appel | ants’
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argunments. As a result, we conclude that the rejections of the
appeal ed cl ai n8 cannot be sust ai ned.

Considering first the 8§ 102(b) rejection based on Cartnell,
it is well settled that for a reference to be properly
anticipatory, each and every elenent of the rejected cl ai mnust
be found either expressly described or under the principles of
i nherency in the applied reference. See, inter alia, RCA Corp.
v. Applied Digital Data Sys., Inc., 730 F.2d 1440, 1444, 221 USPQ
385, 388 (Fed. GCr.), cert. dismssed, 468 U S. 1228 (1984). It
follows that the absence fromthe reference of any elenent of a
cl aimnegates anticipation of that claimby the applied
reference. See Kloster Speedsteel AB v. Crucible Inc., 793 F. 2d
1565, 1571, 230 USPQ 81, 84 (Fed. G r. 1986), cert. denied, 479
U S. 1034 (1987).

In the present case, independent clains 1, 10 and 19 are
limted to a hydrogel which is partially dehydrated by renoval of
water. These independent clains also provide that the partially
dehydrat ed hydrogel is inpregnated into the absorbent |ayer such
that the hydrogel can absorb wound exudate “upon contact with the
sai d wound.”

According to the examner’s position as set forth on page 4

of the answer, the hydrogel inpregnated in Cartnell’s absorbent
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| ayer 18 may have a water content which is |ess than the
preferred anmount of 61% (see colum 3, lines 30-35 of the
Cartnel |l specification) and as | ow as 44% based on a set of

wei ghts of constituents selected by the exam ner in the weight
ranges disclosed in colum 6, lines 30-37, of the Cartnell
specification. Based on this analysis, the exam ner considers
the hydrogel with the smaller content of water to be partially
dehydr at ed.

The problemw th the exam ner’s position as outlined supra
is that the smaller water content cal cul ated by the exam ner for
Cartnell’s conmposition is not obtained by dehydration, i.e., by
removal of water. As noted in our reversal of the examner’s
rejection based on this sanme reference in appellants’ parent
application (see note 2, supra), there is no disclosure in
Cartnel |, either express or inherent, that the hydrogel in the
absorbent | ayer has been dehydrated to any extent by renoval of
wat er .

In his answer (see page 4), the exam ner seens to suggest as
an alternative position that the expression “partially
dehydrated” is a process |limtation. Wile the patentability of
product - by- process clainms as a general rule rests on the product

and not on the process by which it was fornmed (see In re Thor pe,
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777 F.2d 695, 697, 227 USPQ 964, 966 (Fed. Cir. 1985)), it is
wel | established patent |aw that process |[imtations in product-
by- process clains nmust be given the sanme consideration as
traditional product characteristics to the extent that they
physically or structurally distinguish the product over the prior
art (see In re Hallman, 655 F.2d 212, 215, 210 USPQ 609, 611
(CCPA 1981)).

In the present case, it is expected that the renoval of
water to partially dehydrate appellants’ hydrogel wll |eave void
spaces once occupied by the water prior to evaporation. There is
no evi dence before us to establish that Cartnell’s undehydrat ed
hydr ogel has any correspondi ng void spaces. Furthernore, the
Perrault patent recogni zes that dehydration causes a change in
the pH value of hydrogels. As a result, the physical
characteristics of appellants’ partially dehydrated hydrogel
differ fromCartnell’ s undehydrated hydrogel. The exam ner has
not made any finding to the contrary. Therefore, even if it is
assuned arguendo that the expression “partially dehydrated” is a
process limtation, it neverthel ess nust be given weight in
determining the patentability of the clainmed subject matter over

Cartnel |l . 1d.
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Furthernore, the hydrogel inpregnated in Cartnell’s
absorbent |ayer 18 will not absorb wound exudate upon contact
with a wound because of the presence of Cartnell’s additional
hydrogel |ayer 22 which Iies between the inpregnated absorbent
| ayer 18 and the wound site. Thus, clains 1, 10 and 19 further
di stinguish over Cartnell by reciting that the hydrogel
i npregnated in the absorbent |ayer absorbs wound exudate upon
contact with the wound.

For the foregoing reasons, we cannot agree that Cartnell is
a proper anticipatory reference for the subject matter of clains
1 through 5, 7 through 14, 16, 17 and 19. W nust therefore
reverse the 8 102(b) rejection of these clains based on the
Cartnel | patent.

We al so nust reverse the 8 103 rejection of clains 1 through
5, 7 through 14, 16, 17 and 19 based on the conbi ned teachi ngs of
Cartnell and Perrault inasmuch as Perrault does not rectify the
foregoing deficiencies of Cartnell. The Perrault reference
di scl oses a visual indicator for detecting a state of dehydration
of a hydrogel conposition.

Thus, while Perrault may contenplate the unintentional
t endency of hydrogel to dehydrate under certain conditions during

storage, it is clear fromthe Perrault disclosure that the
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dehydration is undesirabl e because of the change in physical
properties such as electrical conductivity of the hydrogel as
di scussed, for exanple in colum 1, lines 41-44, of the Perrault
specification. In view of this teaching, we cannot agree that,
absent appellants’ own disclosure, one of ordinary skill in the
art would have been led to intentionally renove water from
Cartnell’s hydrogel to create a state of dehydration, which
Perrault regards as undesirable. Furthernore, the Perrault
patent does not state that dehydration necessarily occurs.
Instead, this reference nerely states that there is a tendency to
dehydrate. Dehydration, therefore, is not necessarily inherent.
In any case, Perrault contains no teaching of a wound
dressing in which a hydrogel inpregnated in an absorbent |ayer of
t he dressing absorbs wound exudate upon contact with the wound.
Thus, even if it were assuned arguendo that Perrault suggests a
partial dehydration of the hydrogel in Cartnell’s absorbent |ayer
18, the conbi ned teachings of the two references still would not
nmeet all of the terns of independent clains 1, 10 and 19.
Furthernore, the Robins patent, which was relied on by the
exam ner for an adhesive coated backing in the rejection of claim
18, does not rectify the foregoing deficiencies of Cartnell and
Perrault. The conbined teachings of these three references

therefore woul d not have suggested the subject natter of claim
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18. Accordingly, we nust also reverse the 8 103 rejection of
cl aim 18.

Wth regard to the 88 102(b) and 103 rejections based on the
Wkal ek patent, this reference discloses a hydrogel sheet for
covering a wound site. As described in colum 3, lines 20-21 of
t he Wkal ek specification, a gauze dressing nmay be used to cover
t he hydrogel sheet, and a conpression bandage may be pl aced on
top of the gauze dressing. Based on this disclosure, the
exam ner has taken the position that “the gauze |ayer would
i nherently inpregnate [sic, be inpregnated with] the hydrogel
since the hydrogel is pliable enough to adapt to the shape of the
wound and it is conpressed agai nst the gauze | ayer al so” (answer,
page 5).

Even if it is assuned arguendo that a portion of Wkal ek’s
hydrogel sheet will to sone extent necessarily and, hence,

i nherently becone inpregnated in the overlying gauze dressing
upon application of the conpression bandage, the Wkal ek
reference is still subject to the sane deficiencies discussed
supra with regard to the Cartnell patent.

In particular, the Wkal ek patent contains no disclosure,
ei ther express or inherent, that a selected water content in the
di scl osed range of 95%to 98% is obtained by dehydration, i.e.,
by renoval of water. Wbkalek therefore does not neet the claim
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limtation that the hydrogel is partially dehydrated by renova
of water. Furthernore, any hydrogel which nmay becone inpregnated
i n Wokal ek’ s gauze dressing will not absorb wound exudate upon
contact with the wound unless the entire sheet of hydrogel
sonehow becones inpregnated in the overlying gauze dressing
before contact wwth the wound site. There is, however, no
express or inherent disclosure in Wkalek that this wll
necessarily occur. Wkal ek therefore does not neet the
l[imtation in clains 1 and 10 that the partially dehydrated
hydrogel is inpregnated in the absorbent |ayer such that the
hydr ogel absorbs wound exudate upon contact with the wound.

For the foregoing reasons, we cannot agree that Whkalek is a
proper anticipatory reference for the subject matter of clains 1
through 6 and 10 through 15. W nust therefore reverse the
8 102(b) rejection of these clains based on the Wkal ek patent.

We al so nust reverse the 8 103 of clainms 1 through 6 and 10
t hrough 15 based on the Wkal ek patent. Even assunm ng arguendo
that it woul d have been obvious to inpregnate Wkal ek’ s gauze
dressing with hydrogel as suggested by the exam ner on page 9 of
the answer, we find nothing in the prior art to suggest the
partial dehydration of the hydrogel by renoval of water or the
i npregnation of the partially dehydrated hydrogel such that the

hydr ogel absorbs wound exudate upon contact with the wound.
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Wth regard to the rejection under 8 112, second paragraph,

t he exam ner contends that the Markush groups recited in clains
5, 14 and 19 render the clainms indefinite because the materials
set forth in each group do not belong to a recognized physical or
chem cal class or to an art-recogni zed class. Even if this is
assunmed arguendo to be the case, the clains are not necessarily
indefinite. See Manual of Patent Exam ning Procedure (4th ed.,
Rev. 2, July 1996), 8§ 2173.05(h).

In the final analysis, clains are considered to be definite
as required by the second paragraph of 8 112 when they define the
nmetes and bounds of the clained invention with a reasonabl e
degree of precision. In re Venezia, 530 F.2d 956, 958, 189 USPQ
149, 151 (CCPA 1976). In the present case, the materials in each
Mar kush group are defined with a reasonabl e degree of precision
and are sufficiently related to make the clai m| anguage
understandable. W will therefore reverse the rejection of
claims 5, 14 and 19 under the second paragraph of § 112.

The exam ner’s decision rejecting appealed clainms 1 through

19 i s reversed.

REVERSED
HARRI SON E. McCANDLI SH )
Adm ni strative Patent Judge )
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BOARD OF PATENT
APPEALS AND
| NTERFERENCES

LAWRENCE J. STAAB
Adm ni strative Patent Judge

JOHN P. McQUADE
Adm ni strative Patent Judge
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Killwrth, CGottnan, Hagan & Schaeff
One Dayton Centre

One South Main St., Suite 500

Dayt on, OH 45402-2023
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APPENDI X

1. A wound dressing conpri sing:

a flexible absorbent |ayer capable of being secured to
a wound on a patient; and

a partially dehydrated hydrogel material conprising a
hydrogel material in which at |east a portion of the water has
been renoved therefrom said partially dehydrated hydroge
i npregnated in said absorbent |ayer and supported thereby such
that there are no additional support layers for said hydrogel
such that said hydrogel material can absorb wound exudate upon

contact with said wound.



